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! Merged reexam nation proceeding for U S Patent No.
4,516, 372 issued May 14, 1985, to ClIU Corporation, based on
appl i cation 06/515,222, filed July 20, 1983 which is a
conti nuati on of application 06/293,033 filed August 14, 1981,
now abandoned. Reexam nation requests filed June 4, 1997, and
May 9, 1997.
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This is a decision on appeal fromthe examner's fina
rejection of clainms 14 through 16, 21 through 24, 31 and 34
through 36 in this nerged Reexam nation proceeding identified

by Control Nos. 90/004627 and 90/ 004673 for U.S. Patent No.
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4,516, 372, issued May 14, 1985. The original patent included
clains 1 through 16. Cains 17 through 48 were added by
amendnents during the reexanm nation proceedings. Cains 1

t hrough 13, 17 through 20, 25 through 30, 32, 33, 37 through
44 and 48 have been canceled. dains 45 through 47 have been
i ndi cated by the exam ner to contain patentable subject
matter, but currently stand objected to as bei ng dependent

froma rejected base claim

Appellant's invention is directed to concrete walls, such
as those between the inside and outside of a building, where a
hi gh |l evel of insulation against cold and/or hot weather is
desired. More specifically, the invention relates to concrete
formwork which utilizes a material having high insulating
properties, such as |ow density plastic foam wherein foam
pl astic panels (12) of the formwork, along w th backing
plates (16) and tie wires (22) therebetween (e.g., Figures 1
and 2), act to wthstand the forces of concrete placenent and
har deni ng therein and subsequent structural |oads, and are

left in place after the concrete placed therein has hardened
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so as to thereby becone part of the finished wall. As noted

in colum 5, lines 48-53, of the specification,
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[a]l most all types of known interior or exterior
wal | coverings, such as wall covering 60 (see
FIG 2), can be attached to wall 30. For
exanple, for a wood or sheetrock interface with
wal | 30, self-taping screws can be screwed to
backi ng pl ates 16.
A copy of clainms 14 through 16, 21 through 24, 31 and 34
t hrough 36 on appeal, as they appear in the Appendix to

appel lant's brief, is attached to this decision.

The references of record relied upon by the examner in
rejecting the appeal ed clains under 35 U.S.C. § 103 are:
Skar phedi nsson et al. (German ‘ 730) 2111730 Dec. 14, 1972
(German, O fenl egungsschrift)

Prumm 2255810 May 22, 1974
(German, O fenl egungsschrift)

Whil e we recogni ze that there are certain translations of
the applied foreign references currently in the record, given
the controversy over the content of those translations, we
(the U . S. Patent and Trademark O fice) have al so ordered our
own translations of the applied foreign | anguage docunents.
Copi es of the translations we have obtained are attached to

t hi s deci si on.
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Clainms 14 through 16, 21 through 24, 31 and 34 through 36
stand rejected under 35 U. S.C. 8§ 103 as bei ng unpatentabl e

over German ‘730 in view of Prumm

Rat her than reiterate the exam ner's explanation of the
above-noted rejection and the conflicting viewoints advanced
by the exam ner and appellant regarding the rejection, we make
reference to the exam ner's answer (Paper No. 24, nail ed
August 20, 1998) for the exami ner's reasoning in support of
the rejection, and to appellant's brief (Paper No. 22, filed
May 4, 1998) and reply brief (filed Septenber 4, 1998) for

appel l ant's argunents thereagai nst.

OPI NI ON

In reaching our decision in this appeal, we have given
careful consideration to appellant's specification and cl ai s,
to the various translations of the applied prior art
references, to the affidavits and declarations filed by
appel | ant and/or on appellant’s behalf, and to the respective

positions articul ated by appellant and the exam ner. As a

6
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consequence of this review, we have nade the determ nations

whi ch foll ow.

We turn first to independent claim 14, noting that this
claimdefines a finished concrete wall wherein the formwork
that was enpl oyed for holding the concrete during the period

of tine
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during which the concrete was poured and was cured has becone
part of the finished permanent wall. |In addition, this claim
recites a "wall covering" attached to the backing pl ates of

the formwork as part of the finished concrete wall.

German ‘730, in the attached translation by FLS, Inc.
ordered by the Patent and Trademark O fice, discloses concrete
formwork conprised of a pair of panels (e.g., 10, 11 in Figs.
1 and 2) with backing plates (18) of the panels tied together
by tie rods (12). As noted generally on page 2 of the
transl ation, the panels, backing plates and ties are designed
and arranged so as to provide for absorption of tensile
stresses arising when the space between the panels is filled
with poured material, such as concrete. Figures 2 and 3 of
German ‘730 nake it clear that a series of forns stacked one
above the other is enployed therein to provide an upwardly
extendi ng el ongated cavity that receives the poured concrete
material (16). Panel (11), in particular, is described as
bei ng made of a material having good insulating properties,
preferably plastic foamor other soft, porous materia

(transl ation, page 6).
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In the paragraph bridging pages 5 and 6 of the
translation, it is noted that the formwrk of Figure 1 in
German ‘730 is used for the erection of outer walls and that
for this reason the two plates/panels (10, 11) are different.
In particular, it is indicated that panel (10), which forns
the outside of the wall, nust be resistant to weathering.
However, it is further noted that the panels can be identical,
If the formwork is to be used to build an interior wal
(transl ation, pages 5-6). In our opinion, the clear inport of
this disclosure in German 730 is that an interior wall would
be constructed using formwork as in Figures 1 and 2 with the
exception that both of the panel s/plates of the form work
woul d be |ike panel (11) seen in Figure 2, since such interior

panel s woul d have no need to be resistant to weathering.

The backing plates or pressure-distribution elenents (18)
of German ‘730 are described (translation, page 4, lines 1-2)
as "consisting preferably of wood or other nmaterial which can
be nailed.” On page 7 of the translation, it is indicated
that the pressure-distributing elenments (18) nust be suitably
si zed and may consist of bars sunk into the panel s/plates

10
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(11), e.g., as shown in Figure 1, and that they can if desired
be used "for the attachnment of facing plates which are not
shown." Page 4 of the translation provides further insight
into the pressure-distribution elenents and the facing plates
by indicating that

[t] he pressure-distribution el enents can, as

menti oned, be nade of wood or another materia

whi ch can be nailed, for which reason they can

be enpl oyed for the nounting of an additiona

facing plate. This can be inportant, if the

I nvented structural elenent is formed in such a

way that the pressue-distribution devices take

the formof cleats nounted in gutters on the

visible side of the plate in question, so that

these gutters can be covered wth a facing

pl at e.

In contrast with appellant’s position (brief, pages 6-26)

and the affidavit by Blanca A Keogan, after considering al
of the evidence before us, it is our opinion that the "facing
pl ates” mentioned in the attached translation by FLS, Inc.
woul d have been understood by one of ordinary skill in the art
as being full plates or panels that are nailed to the wooden
pressure-distribution elenents (18) of the finished wall of

German ‘730 so as to cover the surface of the wall or panels

thereof and thereby hide the gutters or channels on the

11
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visible side of the wall in which the pressure-distribution

el enents (18) are positioned, thus nmeking the "facing plates”
of German 730 fully responsive to the "wall covering attached
to said backing plates" as set forth in appellant’s

i ndependent claim 14 on appeal. G ven the showing of the form

work in Figure 1 of German ‘730 and the

12
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translation by FLS, Inc., we do not share the opinion of
appel | ant and Bl anca A. Keogan (affidavit, paragraph 11) that
the unshown part (i.e., facing plate) referred to in Gernman
730 is nmerely "a small plate in the groove for covering the

wood strips, nuts, etc.

The [ ast sentence of the FLS, Inc. translation indicates
that "[w] hether such facing plates are used or not" the nuts
on the rods (12) can be conpletely covered by nmeans of an
inserted plug, or that recesses (19) as shown in Figure 1 for
the nuts may be provided, thus, in our view, indicating that
the disclosed "facing plates” are used in addition to an
i nserted plug provided in the wood strips (18) to cover the
nuts of the rods (12), and that the facing plates are intended
to cover the entire face of a panel or wall constructed
therefromand to be nailed into the wooden pressure-

di stribution elenents (18) so as to cover the gutters or
channels on the visible side of the foam panels in which the
pressure-distribution elenents are nounted. This
understanding is further supported by considering the
translation at page 4, wherein it is noted that the "gutters

13
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can be covered with a facing plate" (enphasis added), thereby
suggesting a single facing plate used to cover severa

gutters.

Nor do we find appellant’s argunents (brief, pages 15-23)
that German ‘' 730 does not have the el enment of claim 14 that
requires that each panel have backing plates which are | ocated
so as to be "abutting the exterior surface of each panel,"” to
be persuasive. To the extent that the affidavit by Prof.
Robertson establishes that the wooden pressure-distribution
el ements (18) of German ‘730 nay be subnerged into the foam
material of the panel therein once the concrete has been
poured, we note that when the nmenbers (18) of German ‘730 and
appel l ant’ s backing plates (16) are of a simlar size (e.qg.,
3.5 inches wide for appellant’s backing plates 16 and 4-4.5
i nches wde for the elenents 18 of German ‘730), both
appel | ant’ s backi ng plates (16) and the nenbers (18) of Gernman
“*730 are subnerged into the foammaterial of their respective
panels to sonme extent. At page 4 of Prof. Robertson’s
affidavit it is indicated that appellant’s backing plates (16)

wi Il be subnerged into the foam panel "about 0.05 in. at the

14
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bottom of an 8-ft wall" (lines 6-9), while the backing nenbers
(18) of German ‘730 having a width of 4-4.5 inches wll be
subnerged into the foam panel therein at the bottom of an 8-ft
wall "0.03 in." (Page 5, lines 4-9). Moreover, even when the
pressure-distribution elenents (18) of Gernman ‘730 are assuned
to be 2 inches in width, Prof. Robertson’s affidavit (page 4,
lines 36-41) indicates that the subnergence at the bottom of
an 8 ft wall would be on the order of 0.09 in., which is stil
simlar to the submergence of appellant’s backing plates (16)
into the foam panel therein. Thus, to the extent that
appel l ant’ s backi ng plates are considered to be "abutting the
exterior surface of each panel"” as required in claim 14 on
appeal, so to are the backing plates or pressure-distribution
el ements (18) of German ‘730 considered to be abutting the

exterior surface of each of the panels.

As for appellant’s assertions (brief, pages 26-27)
concerning the holding neans of claim14 on appeal, we again
point to the affidavit by Prof. Robertson (at pages 1-2) and
note that both the hol ding neans of appellant’s formwork and
t he hol di ng nmeans of the formwork of Gernman ‘730 all ow sone

15
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novenent of the foam panels therein once the concrete has been
poured into the formwork. Prof. Robertson indicates that
appel l ant’ s arrangenent woul d have surface undul ati ons havi ng
a maxi mum bul ge in the center of each panel, and at the bottom
of an 8 ft wall, of about 0.08 in. when the backing plates
(16) therein at the top and bottom of each panel are 3.5
inches wide, while the formwork of German ‘730 woul d have an
outward bul ge at the bottomof an 8ft wall of 0.03 in. between
the struts and 0.09 inches at the upper and | ower edges of the
panel when the backing nenbers (18) are assuned to be 1 inch
wi de struts | ocated one-quarter and three-quarters fromthe
top of each panel, as is generally shown in Figure 2 of the
German reference. Thus, again we see that the form work of
German ‘730 and the formwork of appellant’s invention have
simlar characteristics with regard to preventing outward

hori zontal novenent of said backing plates and of said panels
as set forth in claim14 on appeal, even when the pressure-
distribution elenents (18) of German ‘730 are assuned to be
only 1 inch wide and appellant’s backing plates (16) are
assunmed to be nuch wider, i.e., 3.5 inches wde. For that

reason, we do not consider that this [imtation in appellant’s

16
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claim 14 can be relied upon as patentably distinguishing
appel lant’ s cl ai ned subject nmatter fromthat taught or

suggested in German * 730.

Regardi ng the Grutsch declaration, we do not consider
that it establishes long felt need and failure by others, or
in any way establishes that appellant’s invention is
recogni zed by those skilled in the art as having sol ved any
such long felt need in the art. The nere fact that other
patents have existed on foamtype forns for many years and
stressed that they provide good insulation and a | ow cost
alternative to wood framng or forns, and yet (to appellant’s
know edge) have apparently not been comrercialized, falls far

short of establishing long felt need and failure by others.

As a general rule, to establish Iong-felt need, evidence
nmust be presented which denponstrates the existence of a
probl em whi ch has been recogni zed in the industry and has
remai ned unsol ved over a long period of tine. This can be
acconpl i shed, for exanple, by the testinony of experts in the
i ndustry, or publications or the |ike, which speak to the

17
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duration and extent of the problem and of the substantia
efforts and resources whi ch have been expended during that
time in attenpts to solve the problem |In addition, once the
| ong-felt need has been established, the requisite nexus
between the long-felt need and the clainmed i nvention nust be
denonstrated, i.e., it nust be shown that the clained
invention in fact satisfied that long-felt need. This nay be
denonstrated, for exanple, by objective evidence establishing
commerci al success, that is, that the industry purchased the
clai med invention because it satisfied the long-felt need.

See, for exanple, Sinmons Fastener Corp. v. lllinois Too

Wrks, Inc., 739 F.2d 1573, 1575, 222 USPQ 744, 746 (Fed. G

1984) and WL. CGore Associates, Inc. v. Garlock, Inc., 721

F.2d 1540, 1556, 220 USPQ 303, 315 (Fed. Gr. 1983).

Wil e we have appellant’s opinion in the declaration
si gned Decenber 4, 1997 concerning the issues noted above, we
find no evidence that a problemregardi ng foamtype concrete
forms has been recognized in the industry and has renai ned
unsol ved over a long period of tine. Nor do we find any

evi dence of record that the claimed concrete wall of

18
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appel lant’s invention is recognized by the industry to have
solved a long-felt need in the art. Thus, we concl ude that
appel lant’s declaration is entitled to little, if any, weight

i n the obviousness determ nation before us in this appeal.

The German patent to Prumm |ike German ‘730, is directed
to lightweight, foaned plastic panels (translation, page 7)
that are used to construct "lost formwork"” which is utilized
in the construction of concrete walls and is not renoved after
the solidification of the concrete, but forns a thernal
i nsulation | ayer on the conpleted concrete wall. Wile we are
of the opinion that the teachings of German ‘730 al one woul d
have been suggestive of a conpleted interior concrete wal
wherein both sides of the wall have foaminsul ati on form work
(l'i ke the panel (11) of German ‘730) as an integral part of
the finished wall, we recogni ze appellant’s argunents to the
contrary, and therefore also rely upon the clear teachings of
Prummin this regard to arrive at our conclusion that the
col l ective teachings of the applied references woul d have been
suggestive to one of ordinary skill in the art at the tine of

appel l ant’ s invention of such an arrangenent.

19
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Havi ng consi dered the respective positions of the
exam ner and appellant and all of the evidence of obviousness
and non-obvi ousness relied upon by both sides, we will sustain
the exam ner's rejection of independent claim 14 under 35
U s C

8 103 based on German ‘ 730 and Prumm

Wth respect to dependent clains 31 and 34 through 36, it
i's our opinion that the conbi ned teachings of German ‘730 and
Prumm are clearly suggestive of the clainmed subject matter
Regarding clainms 31 and 34, the binding elenments or tie rods
(12) of German ‘730 are one-piece nechanical elenments or
connecting nmenbers that formpart of the "hol di ng neans" of
the concrete wall therein and operate in exactly the sane
manner as those defined in appellant’s clainms on appeal. As
for the elongated reinforcenent attached to the one-piece
nmechani cal el enments as set forth in claim35 on appeal, we
point to the steel reinforcenents (45) seen in Figure 2 of
Prunm and concl ude that it woul d have been obvious to one of
ordinary skill in the art to include such reinforcenent

nmenmbers in the concrete wall of German ‘730 for the self-

20
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evi dent purpose of providing added reinforcenent to the

finished concrete wall therein.

Unl i ke appellant (brief, page 44), we consider that
German ‘ 730 defines, or would have been suggestive of, a
section of formwork which is "one integral stackable unit"
wherei n each panel has at |east two backing plates (18) and
the nol ded plastic of the panel (e.g., 11) of an interior wal
of German ' 730 joins both backing plates of that panel to each
other and to the nechanical elenents (12). W do not perceive
that claim 36 on appeal necessarily requires the backing
plates (16) and tie nmenbers (22) of appellant’s invention to
be nol ded into the nol ded plastic panel at the tine of its
formation, as appellant seens to believe. Moreover, while
German ‘ 730 envi sions certain di sadvantages to naking the
panels therein in such a fashion, it is apparent fromthe
transl ation thereof at page 2 that such an arrangenent of
nol ded-i n-pl ace nenbers is well known in the art. In addition,
Prumm (i n the paragraph bridging pages 4-5 of the transl ation)
i kewi se indicates that such a nol ded-in-place arrangenent of
the elenments of a foamplastic formwork panel is well known

21



Appeal No. 99-0318
Reexam nati on Nos. (90/004,673 and 90/ 004, 627)

in the art and, in our view, would have therefore been

suggestive of such an arrangenent.

Thus, in light of the foregoing, the examner's rejection

of clains 31 and 34 through 36 under 35 U S.C. 8§ 103 is

| i kewi se sust ai ned.

22
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Next for our consideration is the exanmner's rejection of
clains 15, 16 and 21 through 24 under 35 U. S.C. 103 based on
German ‘730 and Prumm O aim 15 on appeal sets forth that the
backi ng plates of the formwork of appellant’s clained
concrete wall are "elongated netallic plates” and that such
net al backing plates are positioned on each of the forns
so that the plate of each formis an extension
of the plates on adjacent forns to thereby
provide a | arger plate extending along the wal
to provide a convenient neans for attaching
| oads to the wall over an area at |east partly
covering a series of forns.

This construction is best seen in Figure 5 of the Gutsch

patent. No such structure is taught or suggested in Gernan

“730 or Prumm

Mor eover, given the enphasis in German ‘730 on providing
pressure-distribution elenments (18) therein which "can be
nailed,” we do not agree with the examner’s position (answer,
page 5) that it would have been obvious to one of ordinary
skill in the art to replace the wooden, nailable struts (18)

of German ‘730 with netallic plates as in Prunm Accordingly,

23
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the examner’s rejection of claim15 on appeal, and claim 16

whi ch depends therefrom w Il not be sustained.

24
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Turning to clainms 21 through 23, |ike appellant, we do
not consider that the struts or backing nenbers (18) of Gernman
730, seen in Figures 1 and 2, can reasonably be considered to
be adj acent or closely adjacent to the horizontal joint
defi ned between stacked forns therein so as to prevent outward
novenent of portions of said horizontal joints, as required in
appellant’s clains 21 through 23 on appeal. It is the tongue
and groove joints between the panels in Gernman ‘730 whi ch
resist or prevent the outward novenent of portions of said
hori zontal joints and not the pressure-distribution nenbers
(18) which are spaced well away fromthe horizontal joints
therein. Accordingly, the examner’s rejection of clains 21

t hrough 23 on appeal will not be sustai ned.

Appel l ant’ s cl ai m 24 defines an arrangenent wherein the
"exterior side" of the concrete wall has foam panels abutting
the surface thereof and conprising insulation that will "deter
spalling of the concrete due to freeze thaw action of the
conpleted wall." W understand the "exterior side" recited in
this claimto be an outside surface of an exterior portion of
the conpleted concrete wall that is subjected to weathering

25
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due to the elenents and is vulnerable to spalling of the
concrete due to such weathering (i.e., due to freeze thaw
action). Like appellant, we note that both Gernman ‘730 and
Prummrequire that the exterior side of an outside concrete
wal | therein that is subjected to weathering nust be covered
wi th sonmething nore resistant to weathering than the foam
panel s otherwi se used in the formation of the walls. Note

el ement (10) of German ‘730 and (42) of Prumm which are each
formed of nmaterials (e.g., polyester and ground marbl e

(el enment 10), or glued wood chips (elenent 42)) that are said
to be resistant to weathering. Thus, both of these references
teach away from having soft foaminsul ati on panels on the
exterior side of an outside wall as is required in appellant’s
claim 24 on appeal. For that reason, we will not sustain the
exam ner’s rejection of appellant's claim24 under

35 U.S.C. §8 103 based on the teachings of German ‘730 and

Prumm

I n sunmary:
We have affirnmed the examner's rejection of clains 14,
31 and 34 through 36 under 35 U.S.C. § 103; and reversed the

26
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exam ner's rejection of clainms 15, 16 and 21 through 24 under

35 U.S.C. § 103.

The decision of the exam ner is accordingly affirmed-in-

part.
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No tinme period for taking any subsequent action in con-

nection wth this appeal may be extended under 37 CFR 8§

1.136(a).
AFFlI RVED- | N- PART
JAMES M WMEI STER )
Adm ni strative Patent Judge )
)
)
)
) BOARD OF PATENT
CHARLES E. FRANKFORT ) APPEALS
Adm ni strative Patent Judge ) AND
) | NTERFERENCES
)
)
)
JOHN F. GONZALES )
Adm ni strative Patent Judge )
CEF/ sl d
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d ai ns

14. A concrete wall conprising:

a concrete portion and

a series of fornms which were enployed for holding the concrete
during the period of tinme during which the concrete was

pour ed
and was cured,

each said formconprising a pair of parallel and spaced

verti cal panel s conposed of nol ded plastic material, each
such panel

havi ng a backing plate of a material that is relatively
strong

as conpared to the nolded plastic and is capable of having a
substantial | oad secured thereto, said backing plates
abutting
the exterior surface of each panel and hol di ng nmeans passi ng
directly through the wall and interconnecting said plates to
prevent outward horizontal novenent of said plates and of
sai d
panel s,
said forns being stacked one above the other to provide an
upwar dl y extendi ng el ongated cavity,

said concrete filling said cavity and securely holding said
backing plates in position as a part of the finished
per manent

wall so that | oads may be attached to sai d backing pl ates;
sai d pl ates, panels, holding neans and concrete all being
per manent parts of said permanent wall, and
wal | covering attached to said backing plates.

15. A permanent concrete wall as defined claim14 in
whi ch sai d backing plates are elongated netallic plates
positioned on each of said forns so that the plate of each
formis an extension of the plates on adjacent forns to
thereby provide a |l arger plate extending along the wall to
provi de a conveni ent nmeans for attaching | oads to the wal
over an area at |east partly covering a series of forns.
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16. Permanent formmrk according to claim15 wherein
each of said panels has two backing plates abutting its
exterior surface when said formmork i s constructed.

21. A concrete wall as defined in claim14 in which said
stacked fornms have horizontal joints between them and

at | east one of the backing plates on each form extendi ng
adj acent to at least a portion of at |east one of said
hori zontal joints to prevent outward novenment of said portion

22. A concrete wall as defined in claim?21 wherein said
backi ng pl ates extend closely adjacent to a portion of a
hori zontal joint.

23. A concrete wall as defined in claim?22, in which at
| east two adj acent ones of said forns have mating shipl ap
j oi nts.

24. A concrete wall as defined in claim14 in which said
concrete portion has an interior side and an exterior side,

at | east sonme of said forns having one of its panels
abutting said exterior side and one of its backing plates
abutting the panel that abuts said exterior side,

one of said nolded plastic panels being on the exterior
side of the wall and conprises insulation that will deter
spalling of the concrete due to freeze thaw action of the
conpl eted wal | .

31. A concrete wall as defined in claim214, in which
sai d hol di ng neans has at | east one connecting nenber that is
i n one piece and which extends to and directly connects to a
backi ng plate on one of said pairs of parallel panels and
extends to and directly connects to a backing plate on the
ot her one of said parallel panels.

34. A concrete wall as defined in claim114, in which
sai d hol di ng nmeans includes a one-pi ece nechani cal el enent
that prior to the stacking of the forns permanently connects a
backing plate, that is on one of the panels of one said pairs
of parallel panels, with a backing plate that is on the other
panel of said one pair.
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35. A concrete wall as defined in claim34, in which
said concrete portion has an el ongated rei nforcenent attached
to said one-piece nechanical elenent.

36. A concrete wall as defined in claim214, in which
sai d hol di ng neans conprises a mechani cal el enent that
structurally interconnects two backing plates to prevent them
from noving away from each other, each said panel having at
| east two backing plates and the nol ded plastic of each pane
j 0i ni ng both backing plates of that panel to each other and to
sai d nechani cal el enent thereby form ng one integral stackable
unit.
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